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DETAILED ACTION 

Claim Objections 

1 . Claim 3 is objected to because of the following informalities: 

a. In line 8 of claim 3, the word "images" should be changed to "image". 
Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 34 and 35 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a. As to claim 34, it is rejected because it is dependent upon canceled claim 
33, thus making it indefinite. 

b. As to claim 35, it is rejected because it is dependent upon rejected claim 
34. 
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Claim Rejections - 35 USC § 101 



4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



Claims 1-3, 6, 8, 11-12, 14, 17-19 are rejected under 35 U.S.C. 101 as not falling 
within one of the four statutory categories of invention. Supreme Court precedent 1 and 
recent Federal Circuit decisions 2 indicate that a statutory "process" under 35 U.S.C. 101 
must (1 ) be tied to another statutory category (such as a particular apparatus), or (2) 
transform underlying subject matter (such as an article or material) to a different state or 
thing. While the instant claims recite a series of steps or acts to be performed, the 
claims neither transform underlying subject matter nor positively tie to another statutory 
category that accomplishes the claimed method steps, and therefore do not qualify as a 
statutory process. For example, claim 1 teaches the steps of tonal manipulation of two 
images then forming a security image from the manipulated tonal values; these steps 
are not performed on a machine and thus claim 1 is not tied to another statutory class. 
Further, claim 1 does not transform data from one form to another, thus, it also does not 
meet the requirements of transformation. As to claims 2-3, 6,8,11 -1 2,14,1 7-1 9, they 
are rejected because they are depended upon rejected claim 1 . 

1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk 
v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

6. Claims 1-3, 6, 11, 17, 22-24 and 28 are rejected under 35 U.S.C. 102(b) as being 
anticipated by A cautionary note on image downgrading by Charles Kurak and John 
McHugh (1992 computer-security application conference, San Antonio, TX 1992; 
hereinafter "Kurak"). 

As to claim 1 , Kurak teaches a method of forming a security image from two or 
more images (encode images within images; Section 3. 1, paragraph 1, lines 1-2) 
comprising: manipulating tonal values of each image element of a first image to take 
values within a first set of tonal values (Kurak teaches in a computer an image is an 
array of numbers that represent light intensities at various points in the image (Section 
3, paragraph 1, lines 2-4), Examiner reads the light intensities as tonal values. Further, 
Kurak teaches encoding images within images by replacing the low order bits of one 
image with the high order bits of another (Section 3.1, paragraph 1, lines 1-3), the low 
image bits of a first image are eliminated and thus the tonal values of the whole image 
has been changed); manipulating tonal values of each image element of a second 
image to take values within a second set of tonal values (encoding images within 
images by replacing the low order bits of one image with the high order bits of another 
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(Section 3.1, paragraph 1, lines 1-3), the low image bits of a second image are 
eliminated and thus the tonal values of the whole image has been changed); and 
forming a security image from the manipulated tonal values of the first and second 
images (encoding images within images by replacing the low order bits of one image 
with the high order bits of another (Section 3.1, paragraph 1, lines 1-3)), the first and 
second sets of tonal values being selected so that at least one of the first and second 
images is concealed in the security image (Figure 4 shows Figure 3 being encoded with 
Figure 5). 

As to claim 2, Kurak teaches selecting the first image to be a visible image 
(Figure 3 will be encoded with Figure 5, thus, it is the visible image) and selecting the 
second image to be an encoded image which can be decoded using a decoding screen 
so that the encoded image is the image concealed in the security image (Figure 5 is the 
concealed image because it is encoded within Figure 3; See Figure 4). 

As to claim 3, Kurak teaches manipulating tonal values of each image element of 
at least one additional image to take values within an additional set of tonal values (total 
of three images have been used; Section 3.1, paragraph 1, lines 8-9); and forming the 
security image from the manipulated tonal values of the first, second and at least one 
additional image (Fig. 3 is encoded with Fig. 2, wherein Fig. 2 is the third image to be 
encoded). 
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As to claim 6, Kurak teaches wherein the encoded image is selected to be a 
digitally modulated image (all images are 256 by 256 by 8 bit per pixel; Section 3.1, 
paragraph 1, lines 7-8). 

As to claim 1 1 , Kurak teaches wherein the number of tones in the first and 
second sets is equal to the number of available tones for the image representation 
technique (all images are 256 by 256 by 8 bit per pixel; Section 3.1, paragraph 1, lines 
7-8). 

As to claim 17, Kurak teaches concealing a plurality of images within the security 
image in such a manner that they can each be decoded by a processing means (Fig. 6 
is extracted from Fig. 4 after Fig. 5 was encoded into Fig. 3). 

As to claims 22-24 and 28, they are the device claim of claims 1 , 2, 6, and 1 1 . 
Kurak teaches a computer performing the image manipulations (Section 3, paragraph 1, 
lines 2-4). 
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Allowable Subject Matter 

7. Claims 8, 12, 14, 18, 19, 25, 29 and 30 are objected to as being dependent upon 
a rejected base claim, but would be allowable if rewritten in independent form including 
all of the limitations of the base claim and any intervening claims and over come and 35 
U.S.C. 101 rejections. 
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Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CLAIRE WANG whose telephone number is (571)270- 
1051 . The examiner can normally be reached on M-F 9am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vu Le can be reached on 571-272-7332. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Claire Wang/ 
Examiner, Art Unit 2624 
07/29/2010 



